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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
01/07/2008 has been entered. 

2. Claims 1-19 are pending in the application. Claim 2 is canceled. Claims 11-19 
are new. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The claimed invention in claims 12-19 is directed to non-statutory subject 
matter. 

Claim 12 recite the limitation of "A computer-readable medium containing 

instructions for controlling " does not comply with the 101 interim guidelines 

set forth therein (please refer to pages 52-53 of the 101 interim guidelines). It is 
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well established that a computer program product or a software product, per se is 
not a physical "thing" and does not define any structural and functional 
interrelationship between the computer program code and the rest of the 
computer, which permits the computer program's functionality to be realized. 

Claim 16 recite the limitation of "A program product comprising a tangible 
computer useable medium having computer program logic recorded thereon for 
enabling a processor...." does not comply with the 101 interim guidelines set 
forth therein (please refer to pages 52-53 of the 101 interim guidelines). It is well 
established that a computer program product or a software product, per se is not 
a physical "thing" and does not define any structural and functional 
interrelationship between the computer program code and the rest of the 
computer, which permits the computer program's functionality to be realized. 

In order for a computer program or software instructions to be statutory it 
must be embodied (encoded) in a computer-readable medium capable of being 
executed by a computer for the computer program's functionality to be realized. 

Thus the claimed invention in independent claims 12, 16 and dependent 
claims 13-15, 17-19 is for a software product or a program which is non-statutory. 

Appropriate corrections are required for these claims without introducing 
any new matter to the disclosure. 
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Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 12-19 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s)12-19 contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

Claims 12-19 recites the limitation of "computer-readable medium" or "computer- 
useable medium" which are not disclosed in the original specification and hence these 
claims introduces a new subject matter which was not disclosed in the original 
specification. Therefore these claims must be canceled or modified to remove the new 
subject matter. Appropriate corrections are required to claims 12-19. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 



6. Claims 1, 3-5, 7-10, 12-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Alfano et al [US Pat: 6,094,423]. 

Regarding claim 1 , Alfano et al in the invention of "Wireless Protocol Method and 
Apparatus Supporting Transaction Requests With Variable Length Responses" 
disclosed a device (Fig 6) comprising: a determining device (processor, item 58 of Fig 
6) configured to select a most appropriate packet unit (MTU, Maximum transfer unit 
size) for transmission data to be packetized that minimizes the amount of transmission 
data (col 5, lines 45-63), herein the packet unit determining unit only selects the most 
appropriate packet unit being recognizable by a destination communication terminal 
device (server) ; and a packet configured to packetize the transmission data based on a 
packet unit determined by said determining device (col 5, lines 64-67, col 6, col 6, line 
1) 

Regarding claims 3-4, Alfano et al disclosed that at least one of a transmitter and 
receiver (item 54 of Fig 6) configured to transmit and receive a query about packet 
units that are recognizable by the destination device (col 5, lines 64-67, col 6) and a 
storage device configured to store information with respect to the packet units that are 
recognizable by the destination device (RAM, item 66 of Fig 6, col 6, lines 5-23). 

Regarding claim 5, Alfano et al disclosed that if a retransmission request occurs 
while packets are being transmitted (col 4, lines 42-49, Fig 4), the determining device 
is configured to determine a smaller appropriate packet unit than the previously 
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determined appropriate packet unit transmitting data subsequent to the retransmission 
request according a smaller packet (col 4, lines 50-54, Fig 4). 

Regarding claims 7,12 Alfano et al disclosed a method for determining packet 
units for transmission data to be packetized and transmitted from a communication 
terminal device (communication device, item 50, Fig 6) to a destination 
communication device (server), the method: determining packet units (MTU, Maximum 
transfer unit size) recognizable by said destination communication selecting a packet 
unit recognizable by said destination communication device to minimize the amount of 
transmission data (col 5, lines 45-63) and packetizing said transmission data according 
to the packet unit selected (col 5, lines 64-67, col 6, line 1). 

Regarding claim 8, 13 Alfano et al disclosed transmitting said packetized 
transmission data from said communication terminal device to said destination 
communication device (col 5, lines 45-51). 

Regarding claim 9, 15, Alfano et al disclosed determining whether the information 
regarding packet units recognizable by said destination communication device is stored 
in a memory of said communication terminal device (RAM, item 66 of Fig 6, col 6, 
lines 5-23). 

Regarding claim 10, 14, Alfano et al disclosed generating a retransmission 
request after said transmitting step requesting a different packet unit size (col 6, lines 
5-7, Fig 7); repacketizing said transmission data into a different packet unit size 
according to said retransmission request; and transmitting said repacketized 
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transmission data to said destination communication device (col 6, lines 7-16, item 112 
of Fig 7). 

Regarding claim 16, Alfano et al disclosed a computer program product 
comprising a tangible computer useable medium having computer program logic 
recorded thereon for enabling a processor to determine packet units for transmission 
data to be packetized and transmitted from a communication terminal device 
(communication device, item 50, Fig 6) to a destination communication device 
(server), the computer program logic (Figs 6/7) comprising: determining means for 
enabling the processor (processor, item 58 of Fig 6) to determine packet units 
recognizable by the destination communication device (server); selecting means for 
enabling the processor to select a packet unit (MTU), recognizable by the destination 
communication device, to minimize the amount of transmission data (col 5, lines 45- 
63); and packetizing means for enabling the processor to packetize the transmission 
data according to the packet unit selected (col 5, lines 64-67, col 6, col 6, line 1). 

Regarding claim 17, Alfano et al disclosed transmitting and receiving means 
(item 112 of Fig 7) for enabling the processor to transmit and receive a query about 
packet units that are recognizable by the destination communication device (col 6, lines 
5-37). 

Regarding claim 18, Alfano et al disclosed storing means for enabling the 
processor to store information with respect to the packet units that are recognizable by 
the destination communication device (RAM, item 66 of Fig 6, col 6, lines 5-23). 
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Regarding claim 19, Alfano et al disclosed wherein if a retransmission request 
occurs while packets are being transmitted, the determining means enables the 
processor to determine a smaller appropriate packet unit than the previously determined 
appropriate packet unit (col 5, lines 9-16). 

7. Claims 6, 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yanagidate et al [US Pub: 2002/0099632]. 

Regarding claims 6, Yanagidate et al disclosed a billing file generating device 
(Fig 2, para 0040) configured to generate a billing file (HTML document, para 0056, 
Fig 5) comprising information for billing which includes the type of a transmitted packet 
unit (service class ID, Fig 8), the number of transmitted packets (para 0079), and a 
packet communication rate (para 0062), with respect to an identification (ID) to be 
billed; and a charging file generating device configured to generate a charging file for 
the ID to be billed for a predetermined period (para 0055-0057, Fig 5). 

Regarding claim 1 1 , Yanagidate et al disclosed wherein the charging file is 
transmitted to a communications terminal device of the ID to be billed through an e-mail 
message (HTML document, para 0057-0058). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications should be 
directed to the attention to Venkatesh Haliyur whose phone number is 571-272-8616. 
The examiner can normally be reached on Monday-Friday from 9:00AM to 5:00 PM. If 
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attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edan Orgad can be reached @ (571)-272-7884. Any inquiry of a general 
nature or relating to the status of this application or proceeding should be directed to the 
group receptionist whose telephone number is (571 )-272-2600 or fax to 571 -273-8300. 

9. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-21 7-91 97(toll-free). 

A/enkatesh Haliyur/ 
Examiner, Art Unit 2619 

/Edan Orgad/ 

Supervisory Patent Examiner, Art Unit 2619 



